The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DELMENDO, Admi ni strative Patent Judge.

DECI SI ON. ON_APPEAL

This is a decision on an appeal under 35 U S.C. 8§ 134 from
the examiner’s final rejection of clainms 1 through 22, which are
all of the clains pending in the above-identified application.

The subject matter on appeal relates to an infrared-

transparent structure conprising at least a first infrared
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transparent el enent and a | ayer of the recited solvent-free

pol ymer material disposed on the first face of the first
infrared-transparent elenment. According to the appellants,

"[t] he absence of a solvent is critical to the invention,"
because they have di scovered that the presence of a solvent may
lead to the formation of bubbles, which distort transmtted
light. (Appeal brief, page 3.) Further details of this
appeal ed subject matter are recited in illustrative clains 1,
12, and 20, the only independent clains on appeal, reproduced
bel ow.

1. An infrared-transparent structure,
conpri si ng:

a first infrared-transparent el enent having a
first face; and

a layer of a solvent-free polyner materi al
di sposed on the first face of the first infrared-
transparent el enent, wherein the solvent-free polyner
material is not a solvent-free epoxy and is not a
sol vent -free cyanoacryl ate.

12. An infrared-transparent structure,
conpri si ng:

a first infrared-transparent el enent having a
first face, the first infrared-transparent el enment
being transparent to infrared energy in the 3.6-7
m cronet er wavel ength range;

a second infrared-transparent elenent having a
second face, the second infrared-transparent el enent
being transparent to infrared energy in the 3.6-7
m cronet er wavel ength range;

a | ayer of a solvent-free polynmer materi al
di sposed between and contacting the first face of the
first infrared-transparent el ement and the second face
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of the second infrared-transparent el enent, the

pol ymer material being characterized by an infrared
transparency wherein a 10-m croneter thickness of the
polymer material is at |east 95 percent transparent to
infrared energy in the 3.6-7 mcroneter wavel ength
range, wherein the solvent-free polyner material is
not a solvent-free epoxy and is not a solvent-free
cyanoacryl at e.

20. An infrared-transparent structure,
conpri si ng:

a first infrared-transparent el enent transparent
to infrared energy in the 3.6-7 mcronmeter wavel ength
range, the first infrared-transparent elenent having a
first face with a first antireflective coating
t her eon;

a second infrared-transparent el enent transparent
to infrared energy in the 3.6-7 mcroneter wavel ength
range, the second infrared-transparent el enent having
a second face with a second antireflective coating
t her eon;

a |l ayer of a solvent-free polynmer materi al
di sposed between and contacting the first face and the
second face, the polynmer naterial conprising from
about 1 to about 4 percent by weight 3-
gl yci doxypropyl tri met hoxysi | ane, bal ance additi on-
cured dinmethyl silicone.

The exam ner does not rely on any prior art to support any
of the rejections before us.

Clainms 1 through 22 on appeal stand rejected under the
first paragraph of 35 U.S.C. § 112 "as contai ning subject matter

whi ch was not described in the specification in such a way as to

enabl e one skilled in the art to which it pertains, or with
which it is nost nearly connected, to nake and/or use the

invention." (Exam ner’s answer, pages 2-3.) Also, clains 1, 2,
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8 through 14, 18, 19, 21, and 22 on appeal stand rejected under
the first paragraph of 35 U S.C. 8§ 112, "because the
speci fication, while being enabling for addition curable
silicone material produced by Castall Inc under trade nane
Castal |l S-1332, does not reasonably provide enabl ement for a
sol vent-free polyner material." (ld. at pages 3-4.)

W reverse these rejections.

The exam ner's position with respect to the rejection of
appeal ed clains 1 through 22 is as follows:

It appears fromthe specification that
conposition of addition cured silicone material is
critical for the invention. However, the disclosure
fails to teach one of ordinary skill in the art the
conposition of addition curable silicone material.
There are quite a few addition curable silicone
materials that are commercially known. Therefore, in
absence of providing conposition of addition curable
silicone material, a person of ordinary skill in the
art would have to carry out burdensone experinents.
The di scl osure di scl oses one conmerci al product
Castall S-1332. However it appears fromthe
specification and fromthe technical data sheet that
Castall S-1332 is not chemcally identified and it is
a proprietary trade material. The owner of this
mat eri al can change the conposition of that materi al
at any time. Therefore, in absence of providing
chem cal nature of this material, the disclosure is
deened to be insufficient for practicing this
i nventi on.

(Exam ner's answer, page 3.)
Wiile it is not entirely clear fromthe statenent of the

rejection and the explanation of the rejection quoted above as
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to whether the rejection is based on lack of witten description
or on lack of enablenent, it is our judgnent that the exam ner
has not nmet the threshold burden of proof for either basis.

In re Alton, 76 F.3d 1168, 1175, 37 USPQ2d 1578, 1583 (Fed. Cr.

1996); In re Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ 561,

563 (CCPA 1982).

W first address lack of witten description under the
first paragraph of 35 U.S.C. 8 112. In order for applicants to
satisfy the witten description requirenent of 35 U S.C. § 112,
first paragraph, the disclosure of the application as originally
filed nmust reasonably convey to those skilled in the rel evant
art that the applicants, as of the filing date of the original
application, had possession of the clainmed invention. Aton, 76

F.3d at 1172, 37 USPQRd at 1581; In re Kaslow, 707 F.2d 1366,

1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983).

In the present case, the exam ner has failed to present any
"' evidence or reasons why persons skilled in the art would not
recogni ze in the disclosure a description of the invention
defined by the clains.'" Alton, 76 F.3d 1168, 1175, 37 USPQd

1578, 1583 (quoting fromln re Wertheim 541 F.2d 257, 263, 191

USPQ 90, 97 (CCPA 1976)). That the "disclosure fails to teach

one of ordinary skill in the art the conposition of addition
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curable silicone material” or that the conplete chem ca
identity of Castall S 1332 is not described in the specification
is insufficient to satisfy the examner's initial burden of
proof as to lack of witten description under 35 U S.C. § 112,
first paragraph.

We now address the rejection to the extent that it may be
based on | ack of enablenment. "Although not explicitly stated in
section 112, to be enabling, the specification of a patent nust
teach those skilled in the art how to make and use the ful
vl

scope of the clainmed invention w thout 'undue experinentation.

In re Wight, 999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513 (Fed.

Cir. 1993). As long as "undue experinmentation” is not involved,
a specification would conply with the enabl enent requirenent of
the statute even if a reasonabl e anount of routine

experinmentation is necessary to practice the clainmed invention.

1 The question of whet her making and using the invention

woul d have required "undue experinentation"” depends on several
underlying factual inquiries including: (1) the quantity of
experinmentation necessary; (2) the anount of direction or

gui dance presented; (3) the presence or absence of working
exanpl es; (4) the nature of the invention; (5) the state of the
prior art; (6) the relative skill of those in the art; (7) the
predictability or unpredictability of the art; and (8) the
breadth of the clainms. In re Wands, 858 F.2d 731, 735, 736-37,
8 USP2d 1400, 1402, 1404 (Fed. Cir. 1988).
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Enzo Bi ochemInc. v. Cal gene, 188 F.3d 1362, 1371, 52 USPQd

1129, 1135 (Fed. Cr. 1999). That is, even "a considerable
anount of experinentation is permssible, if it is nmerely
routine, or if the specification in question provides a
reasonabl e amount of guidance with respect to the direction in
whi ch the experinentation should proceed..." Wnds, 858 F.2d at
737, 8 USP@d at 1404.

Here, the exam ner's rejection does not even nention the

| egal test of "undue experinentation,” nuch | ess specifically
di scuss any of the underlying factual inquiries adopted in
Wands. Again, that the "disclosure fails to teach one of
ordinary skill in the art the conposition of addition curable
silicone material" or that the conplete chemcal identity of
Castall S-1332 is not described in the specification is
insufficient to satisfy the examner's initial burden of proof
as to lack of enablenent under 35 U.S.C. § 112, first paragraph.
Specifically, the appellants have argued that the exam ner has
m scharacterized the invention as requiring "addition cured
silicone."” (Appeal brief, pages 4-5.) According to the

appel l ants, any solvent-free polyner naterial other than the two

excl uded polynmers wll work. (l1d. at pages 8-9.) The exam ner
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has not provided any factual evidence or acceptable scientific
reasoning to the contrary.

Under these circunstances, we cannot uphold the exam ner's
35 U S.C 8§ 112, first paragraph, rejection of appealed clains 1
t hrough 22.

Concerning the rejection of appealed clains 1, 2, 8 through
14, 19, 21, and 22, the examiner's position is as foll ows:

The specification does not enable any person
skilled in the art to which it pertains, or with which
it is nost nearly connected, to nake the invention
comensurate in scope with these clains.

According to the specification, solvent free
epoxy resins and sol vent cyanoacryl ate polyner are
unaccept abl e either because it results in film having
low infrared transm ssion or rapid cure rate (page 6,
lines 16-33). Furthernore there is no disclosure of
any pol yner other than addition curable silicone
pol ymer which would work in the instant invention.
The chem cal structure of addition curable silicone
pol ymer is not provided in the instant disclosure.
Therefore claimng a solvent free polyner material is
br oader in scope.

(Exam ner's answer, pages 3-4.)

Again, we hold that the exam ner has not net his initial
burden of proof. The exam ner's position appears to be based on
the notion that the specification does not contain an
identification of a sufficient nunber of solvent-free pol yner
materials that wll work. As we discussed above, the appellants

have argued that any solvent-free polynmer material other than
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the two excluded polynmers will work. Wile the exam ner relies
on the statenent in the specification at page 2, lines 2 and 3
that "infrared-transparent pol yner adhesives of sufficiently
good optical and nechanical quality have not been avail abl e"
(exam ner's answer, page 4), the appellants assert that they
have now di scover ed that any solvent-free polynmer material other
than the two excluded polyners will work. The exam ner has not
provi ded any evidence or reasoning, other than assunptions and

specul ations, to refute the appellants’ assertion.
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For these reasons, we reverse the exanminer’s rejections
under the first paragraph of 35 U.S.C. § 112.
The deci sion of the exam ner is reversed.

REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT
ROMULO H. DELMENDO

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JEFFREY T. SM TH
Adm ni strative Patent Judge

N N N N N N N N N N N N N N

RHD/ ki s

10



Appeal No. 1999-1907
Application No. 08/690, 409

PATENT DOCKET ADM NI STRATI ON
RAYTHEON COVPANY

RE/ R11/ M365

P. O BOX 902

EL SEGUNDO, CA 90245-0902

11



